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DECI S| ON ON APPEAL

This is a decision on an appeal fromthe exam ner's

final rejection of clains 1, 6 and 9-17. Cdains 18 and 19

! Application for patent filed Novenber 19, 1992.



were found allowable prior to the final rejection. The

exam ner indicates in the examner's answer that clains 2-5, 7
and 8 are

objected to as being dependent froma rejected claimbut
appear to contain allowabl e subject natter. Therefore, we

will consider the rejections of clains 1, 6 and 9-17 in this

appeal .
THE REFERENCES

The follow ng references were relied on by the
exam ner:
Kort h 4,516, 855 May 14,
1985
Cohn et al. (Cohn) 5, 076, 696 Dec. 31,
1991

THE REJECTI ONS

Clains 6 and 9 stand rejected under 35 U S.C. § 112,
second paragraph as being indefinite. Cains 1 stands
rejected under 35 U. S.C. § 103 as bei ng unpatentabl e over
Korth.?2 Cains 10-17 stand rejected under 35 U.S.C. § 103 as
bei ng unpatentabl e over Korth in view of Cohn.

Rat her than reiterate the entire argunents of the

appel | ant and the exam ner in support of their respective

2 The exam ner indicates in the answer that claim?9
contai ns all owabl e subject natter if the rejection under 35
US.C 8§ 112 is overcone.
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positions, reference is nade to appellant's brief (Paper No.
13) and the exam ner's answer (Paper No. 15) for the ful
exposition thereof.
CPI NI ON

I n reaching our conclusions on the issues raised in
this appeal, we have carefully considered appellant's
specification and clains, the applied references and the
respecti ve vi ewpoi nts advanced by the appellant and the
exam ner. These considerations |ead us to nmake the
det erm nati ons which follow

Wth regard to the examner's rejection of clains 6
and 9 under 35 U.S.C. 8 112, second paragraph, we initially
note that the purpose of the requirenent stated in the second
paragraph of 35 U.S.C. 8 112 is to provide those who woul d
endeavor, in future enterprise, to approach the area as
circunscribed by the clains of a patent, with the adequate
noti ce denmanded by due process of law, so that they may nore
readi |y and adequately determ ne the boundaries of protection
i nvol ved and eval uate the possibility of infringenent and

dom nance. 1n re Hammack, 427 F.2d 1378, 1382, 166 USPQ 204,




Appeal No. 95-3781
Application 07/978, 223

208 (CCPA 1970). The inquiry as stated in In re More, 439

F.2d 1232, 1235, 169 USPQ 236, 238 (CCPA 1971) is:
whet her the clainms do, in fact,

set out and circunscribe a particul ar

area wWith a reasonabl e degree of

precision and particu-larity ...

[t] he definiteness of the |anguage

enpl oyed nust be anal yzed--not in a

vacuum but always in light of the

teachings of the prior art and of the

particul ar application disclosure as

it would be interpreted by one

possessing the ordinary |evel of skil

in the pertinent art.

In the instant case, the exam ner is of the opinion
that it is unclear how (1) a polarizer can be "fixedly
arranged to provide three different azinuthal angles of
pol arized light" as recited in claim6, and (2) an anal yzer
can be "fixed at three different azinuthal angles" as recited
in claim9. The exam ner reasons that a polarizer or analyzer
cannot be fixed and still provide three different angles of
pol ari zed light. However, in our view, the |anguage of clains
6 and 9 broadly indicates that the polarizer or analyzer is
fixed, by a certain arrangenent, so that three azinuthal

angl es are provided. This conclusion is supported by the film

on the specification which states at page 4 that the thickness
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of sanple Il can be determ ned by "orientating the polarizer 3
or the analyzer 6 to provide three or nore azinmuthal angles.”
Al t hough the | anguage in these clains is broad in that the
details of the arrangenment are not recited, as pointed out by

the exam ner, the clains are not indefinite. See In re

Gardner, 427 F.2d 786, 788, 166 USPQ 138, 140 (CCPA 1970)
(breadth is not indefiniteness).

If the examner is of the position that one with
ordinary skill in the art would not know how to orient a
pol ari zer or analyzer to provide three different azinutha
angl es of polarized Iight, that view has not been expressed
and it would concern enablenment 35 U.S.C. § 112, first
par agr aph, not indefiniteness. W do not express any opinion
in that regard since |ack of an enabling disclosure has not
been raised as an issue by the exam ner and is not the basis
of the rejection on appeal.

In view of the foregoing, we will not sustain the
rejection of clains 6 and 9 under 35 U. S.C. § 112.

Turning next to the rejection of claim1 as
unpat ent abl e under 35 U S.C. § 103 over Korth, we find that

Korth di scl oses an ellipsoneter for neasuring the

-5-
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characteristics of a sanple (Fig. 1, Col. 1, lines 38-41, Col.
3, line 17). The ellipsoneter includes a polarizer 3 for
converting a light beaminto a polarized |light beam (Fig. 1,
Col. 3, lines 20-24) and a beam expander 2 for expandi ng the
pol arized light (Col. 3, line 18). The |ight beam which has
been pol ari zed by pol ari zer 3 and expanded by beam expander 2
is reflected froma sanple 5 (Fig. 1). Optics 8 condenses the
light beamreflected fromthe sanple so as to have a cross
section smaller than the size of analyzers 12a, 12b and 12c
(Fig. 1). W note that analyzers in an ellipsoneter are
typically linear polarizers.?

Korth al so di sclosed that analyzers 12a, 12b and 12c
whose transm ssion direction differs by 60E, direct the Iight
beamto i nage converters 1l1la, 11b and 11c (Col. 3, lines 29-
30). Korth does not disclose that the polarizer is ahead of
t he beam expander on the optical path as recited in claim1.
As such Korth discloses the invention as recited in claiml
except that in Korth the beamis expanded before it is

pol ari zed. The exam ner stated:

8 6 McGaw H Il Encycl opedi a of Science and Technol ogy
356 (7th ed 1997).



Appeal No. 95-3781
Application 07/978, 223

It woul d have been obvious to
those of ordinary skill at the tine
the invention was made to place the
pol ari zer before rather than after the
beam expander because this is a sinple
vari ation of the system of Korth which
woul d obviously maintain the signifi-
cant features of the device, nanely
the creation of an expanded pol ari zed
l'ight beamto be directed onto the
sanple. That those of ordinary skil
[ kK] new that pol ari zed beans coul d be
expanded is illustrated in figure 5 of
Korth, in which a polarized beam
pol ari zed by pol arized 51, is expanded
by | ens systens (500, 503) to create
expanded pol arized |ight beamw th
di aneters larger than the size of the
pol ari zer. [Exam ner's Answer at page
5]

We agree with the reasoning of the exam ner and thus we wl|
sustain the examner's rejection of claim1 as unpatentable
under 35 U.S.C. § 103 over Korth.

This decision is based solely on the argunents
rai sed by the appellants. W offer no opinion on argunents
whi ch coul d have been raised but which were not set forth in
t he appeal brief.

The appel lant's argunent regarding this rejection is
directed to Figure 5A of Korth. Appellant argues that Figure

5A is directed to a hol ographic interferoneter and that
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therefore the technical background and field of invention are
different fromthe appellant's invention. This argunent is
not persuasive because the rejection is primarily based on
Figure 1 of Korth which is clearly an ellipsoneter (Col. 2,
line 61). The examner referred to Figure 5A of Korth to show
an alternative way for providing expanded polarized light. In
that regard, Figure 5A of Korth shows that a polarizer could
precede a beam expander. Figure 5Ais a part of the

di scl osure of Korth and is reasonably pertinent to the
generation of an expanded pol arized |ight beam as cl ai ned.

The exam ner had anple basis to |look to Figure 5A for its
pertinent teachings.

Turning next to the rejection of clains 10-17 as
unpat ent abl e under 35 U.S.C. 8§ 103 over Korth in view of Cohn,
we find that Cohn discloses an mcroellipsoneter in which a
nonochromatic |ight beamfroma |aser source 10 travels
successi vely through a coherence scranbler 12, a colli mator
14, a polarizer 16 and a conpensator 18 (Figure 1, Col. 6,
line 47). The Iight beamtravels fromthe conpensator 18 and
i mpinges on and is reflected by a sanple 20 (Figure 1). The

reflected |ight beam passes through iris 22 and i maging | ens

- 8-
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24 and is polarized by pol arizer or analyzer 26. |In Figure 1,
anal yzer 26 rotates on a rotation stage. |In another

enbodi nent depicted in Figure 2, the polarizer 50 rotates on a
rotati on stage. The polarizer and anal yzer are preferably
birefringent polarizing prisms. Cohn also discloses that
three equations representing three anal yzer angles are
necessary to determne the properties of the reflecting
surface (Col 1, lines 15-29, Col. 4, lines 29-34). The

exam ner st at ed:

It woul d have been obvious rotate the

pol ari zer or analyzer of Korth... to

generate the three different signals

at the three different angles as

taught by Korth. Cohn et al teaches

measuring at a mnimum of three angles

(colum 4, lines 33-34), which agrees

with Korth, which nmeasures at three

angl es. [Exam ner's Answer at page

8] .

Wth respect to the recitation in claim1l that the
photo sensor is an area sensor, the exam ner points out that
Cohn teaches that after the reflected |ight beam passes
through the polarizer 26, it is directed to a CCD canera 30

whi ch senses an area of reflected Iight (See Col. 7, lines 11-

15).
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In regard to the recitation in claim12 that the
photsensor is a |line photo sensor, the exam ner stated:

It woul d have been obvious to use

ot her known detector arrangenents,
such as a |ine sensor because these
are known sensors which operate in a
recogni zed anal ogous manner.

[ Exam ner's Answer at page 8].

In regard to the recitation in clains 13-17 that the
pol ari zer or analizer is alternately rotated to fixed
positions or rotated continously, the examner is of the
opi ni on that:

"I't would have been obvious to either
fix the polarizer to each desired
position and nake a neasurenent o[r]
to rotate the polarizer continuously
and "grab" the neasurenent as the

pol ari zer passes the desired position.
Cohn et al appears to at | east suggest
bot h these techniques in colum 7,
lines 7-9, Cohn et al nentions
"[p]rior to each neasurenent, the

anal yzer 26 can be positioned", which
at | east suggests noving the polarizer
or analyzer to a position and hol di ng
it there until the measurenent is
finished. The discussion in Cohn et
al, colum 8.[,] line 55 appears to

di scl ose, or at |east suggest,

conti nuously rotating the polarization
(by means of a rotating half-wave
plate); as the reference does teach
rotating the polarizer, the suggestion
of continuous rotation of the

-10-
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pol ari zati on suggests the continuous
rotati on of the polarizer."

The appel | ant argues that the conbination recited in
clainms 10-17 distinguishes over the conbi ned teachings of the
Korth and Cohn. However, appellant has not specifically
contested any of the findings or the reasoning of the exam ner
with respect to the rejection of these clains. W are of the
opi nion that the findings and reasoni ng of the exam ner in
regard to the rejection of these clains is reasonable and in
t he absence of any argunent by the appellant controverting the
findi ngs and reasoning of the examner, we will sustain the
rejection of clainms 10-17 as unpatentable under 35 U.S.C. §
103.

In summary, the examner's rejection of clains 6 and
9 under 35 U. S.C. 8§ 112, second paragraph is reversed. The
exam ner's rejections of clains 1 and 10-17 under 35 U. S.C. 8§

103 is affirned.

-11-
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
1.136(a).

AFFI RVED- | N- PART

LEE E. BARRETT )
Adm ni strative Patent Judge

N N N N N N N N N N

JAVESON LEE BOARD OF PATENT
Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES
MURRI EL E. CRAWFCORD
Adm ni strative Patent Judge )
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Arnmstrong & Kubovci k
1725 K Street N.W, Suite 1000
Washi ngt on, DC 20006
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